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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-27 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. Claim 1-27 define a recording 
medium embodying functional descriptive material. However, the claim does not define 
a computer-readable medium or memory and is thus non-statutory for that reason (i.e., 
"When functional descriptive material is recorded on some computer-readable medium 
it becomes structurally and functionally interrelated to the medium and will be statutory 
in most cases since use of technology permits the function of the descriptive material to 
be realized" - Guidelines Annex IV). That is, the scope of the presently claimed 
recording medium can range from paper on which the program is written, to a program 
simply contemplated and memorized by a person. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-4, 8-12,14-17,21-24 and 26-27 are rejected under 35 U.S.C. 102(b) as 
being anticipated by U.S. Patent Pub. 2002/0164152 A1 to Kato et al. ("Kato"). 
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As to claims 1, 26 and 27 Kato discloses a recording medium 
having a data structure for managing reproduction of still pictures, comprising: a playlist 
area storing at least one playlist file, the playlist file including at least one playitem (Fig. 
7)(0154), at least one sub-playitem (Fig. 7)(0186) and mark information (0160)(0190), 
the playitem providing navigation information for reproducing at least one still picture 
from a first file (0191)(0199-0200)(Fig. 7) (0184) , the sub-playitem associated with the 
playitem and providing navigation information for reproducing audio data from a second 
file, and the mark information includes at least one mark pointing to the still picture 
(01 90-01 92)(0298)(Fig. 83). 

As to claim 2, Kato further discloses wherein the mark includes a 
mark type indicator indicating that the mark is of a type used for pointing to a still picture 
(0193-0194). 

As to claim 3, Kato further discloses wherein the mark includes a 
time stamp indicating a time address of the still picture in the first file (0189). 

As to claim 4, Kato further discloses wherein the mark includes a 
playitem indicator indicating the playitem with which the mark is associated (0189) 
(0190)(Fig.44)(0294). 

As to claim 8, Kato further discloses wherein the mark includes a 
time stamp indicating a time address of the still picture in the first file (0189)(0299). 

As to claim 9, Kato further discloses wherein the mark includes a 
playitem indicator indicating the playitem with which the mark is associated (0189) 
(0190)(Fig.44)(0294). 
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As to claim 10, Kato further discloses wherein the mark information 
includes a number of marks, and the mark information includes a number indicator 
indicating the number of marks (0298). 

As to claim 11, Kato further discloses wherein, for each mark, the 
mark information provides a type indicator indicating a type of the mark (0189) 
(0190)(Fig. 44)(0294)(0298)(Fig. 43). 

As to claim 12, Kato further discloses wherein the playitem 
provides navigation information for reproducing presentation data from the first file (Fig. 
7; 0184)(0414), the presentation data including at least the still picture and associated 
related data (0192)(0414). 

As to claim 14, Kato discloses recording medium having a data 
structure for managing reproduction of still images, comprising: 
a data area storing at least one clip file, the clip file including presentation data, the 
presentation data including at least one still picture and related data associated with the 
still picture(0160)(0190)(1092); and a playlistarea storing at least one playlist file, the 
playlist file including playlist mark information, the playlist mark information including at 
least one mark pointing to the still picture(0160)(0189)(0190)(0192). 

As to claim 15, Kato further discloses wherein the mark includes a 
mark type indicator indicating that the mark is of a type used for pointing to a still picture 
(0193-0194). 

As to claim 16, Kato further discloses wherein the mark includes a 
time stamp indicating a time address of the still picture in the first file (0189). 
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As to claim 17, wherein the mark includes a playitem indicator 
indicating the playitem with which the mark is associated (0189) (0190)(Fig. 44)(0294). 

As to claim 21, Kato further discloses wherein the mark includes a 
time stamp indicating a time address of the still picture in the first file (0189)(0299). 

As to claim 22, Kato further discloses wherein the mark includes a 
playitem indicator indicating the playitem with which the mark is associated (0189) 
(0190)(Fig.44)(0294). 

As to claim 23, Kato further discloses wherein the mark information 
includes a number of marks, and the mark information includes a number indicator 
indicating the number of marks (0298). 

As to claim 24, Kato further discloses wherein, for each mark, the 
mark information provides a type indicator indicating a type of the mark (0189) 
(0190)(Fig. 44)(0294)(0298)(Fig. 43). 

As to claim 28, Kato discloses an apparatus for recording a data 
structure for managing reproduction of at least one still image on a recording medium, 
comprising: 

a driver for driving an optical recording device to record data on the recording medium 
(Fig. 1, write unit 22); 

a controller for controlling the driver to record at least one playlist file on the recording 
medium (Fig. 1, controller 23), the playlist file including at least one playitem (Fig. 
7)(0154), at least one sub-playitem(Fig. 7)(0186) and mark informational 60)(01 90), 
the playitem providing navigation information for reproducing at least one still picture 
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from a first file, the sub-playitem associated with the playitem and providing navigation 
information for reproducing audio data from a second file, and the mark information 
includes at least one mark pointing to the still picture (01 90-01 92)(0298)(Fig. 83). 

As to claim 29, Kato discloses an apparatus for reproducing a data 
structure for managing reproduction of at least one still image recorded on a recording 
medium, comprising: 

a driver for driving an optical reproducing device to reproduce data recorded on the 
recording medium(Fig. 1 , write unit 23); 

a controller for controlling the driver to reproduce at least one playlist file from the 
recording medium, (Fig. 1 , controller 23), the playlist file including at least one playitem 
(Fig. 7)(0154), at least one sub-playitem (Fig. 7)(0186) and mark information 
(0160)(0190), the playitem providing navigation information for reproducing at least one 
still picture from a first file, the sub-playitem associated with the playitem and providing 
navigation information for reproducing audio data from a second file, and the mark 
information includes at least one mark pointing to the still picture (0190- 
0192)(0298)(Fig. 83). 



Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 5-7 and 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent Pub. 2002/0164152 A1 to Kato et al. {"Kato") in view of 
U.S. Patent Pub. 2005/0163463 A1 to Schick et al. ( "Schick 1 '). 

As to claims 5 and 18, Kato discloses wherein the mark includes a 
mark type indicator indicating that the mark is of a type that provides a point to skip to 
(Fig. 43). 

Kato doesn't expressly disclose when displaying a slideshow of still 

pictures. 

Schick discloses a point to skip to while displaying a slideshow of 
still pictures (See figs. 4, 7,16 and 0143). 

At the time of invention, it would have been obvious to a person of 
ordinary skill in the art to combine Kato with Schick. Motivation would have been to 
provide a skipping function having a "skip increment" in a slide show to skip between 
multiple images (0143). 

As to claims 6 and 19, Kato further discloses wherein the mark 
includes a time stamp indicating a time address of the still picture in the first file 
(0189)(0299). 

As to claims 7 and 20, Kato further discloses wherein the mark 
includes a playitem indicator indicating the playitem with which the mark is associated 
(0189) (0190)(Fig.44)(0294). 

Therefore, it would have been obvious to combine Kato and Schick 
to make the modifications as described in claims 5-7and 18-20. 
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6. Claims 13 and 25 are rejected under 35 U.S.C. 102(b) as being unpatentable 
over U.S. Patent Pub. 2002/0164152 A1 to Kato etal. {"Kato") in view of U.S. Patent 
No. 6122436 to Okada etal. ("Okada"). 

As to claim 13, Okada discloses comprising: a data area storing 
the first file and the second file; and wherein the presentation data is divided into still 
picture units in the first file such that each still picture unit includes a still picture and 
associated related data (Abstract). 

At the time of invention, it would have been obvious to a person of 
ordinary skill in the art to combine Kato with Okada. Motivation would have been so that 
audio data (second file) can freely and easily be changed even after recording the still 
picture data (Abstract) 

As to claim 25, claim 25 cites" wherein the presentation data is 
divided into still picture units in the clip file such that each still picture unit includes a still 
picture and associated related data." This claim reads on claim 13. 

Therefore it would have been obvious to combine Kato with Okada 
to make the modification of claims 13 and 25. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ASHER KHAN whose telephone number is (571 )270- 
5203. The examiner can normally be reached on Monday-Friday 9:30 am - 5 pm EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lun - Yi can be reached on (571)272-7671 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/A. K.I 

Examiner, Art Unit 4134 
/Lun-Yi Lao/ 

Supervisory Patent Examiner, Art Unit 4134 



